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DETAILED ACTION 
Claim Clarification 

1 . Claims 52 and 62 appear to claim the subcombination of a packer in the preambles, while 
the body of the claims brings in elements of a combination, such as the actuator and slip 
assembly, which are both separate components from the packer. If the Applicant is indeed 
intending to claim the combination of elements, then the beginning of the claims should be 
changed to —A packer assembly— so that the bodies of the claims correspond with the preambles. 
If the Applicant is only claiming the subcombination of a packer, then the elements of the 
combination should be removed from the claims. The claims have been examined as though the 
combination was the Applicant's intention. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 52, 54, 57, 62, 63, 65, 68, and 72 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US patent Re 36,525 to Pringle. 

Regarding claims 52, 62, and 63, Pringle discloses a packer assembly comprising a 
packer with an outwardly extendable seal element 156, a slip assembly 158, and an actuator for 
setting the packer that comprises multiple pistons 162 and 164 circumferentially spaced apart 
from each other, wherein the actuator is positioned longitudinally between the seal element and 
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the slip assembly (see Figs. 1L-0 and col. 8, lines 47-67). When comparing Figures lM-O, it 
can be seen that piston 162 is part of element 150 that surrounds piston 164. Therefore, piston 
164 is spaced inwardly from piston 162 and they have different circumferences. 

Regarding claims 54, 57, 65, and 68, elements 166 and 168 are attached to pistons 162 
and 1 64 and act as force transmission devices and extend across a structure having the pistons 
therein (see Figs. 1L-0). 

Regarding claim 72, the actuator pushes piston 164 upwardly to set the packer, and the 
actuator pushes piston 162 downwardly to set the slips (see col. 8, lines 47-67). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 38, 40-44, 45-47, 50, and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mills et al in view of US 20030221837 to Giroux et al or US 7,090,027 to 
Williams. 

Regarding claims 38, 40-43, and 51, Mills et al teach a method for setting a packer 20, 
the method comprising: increasing pressure on the packer by admitting pressure through a plug P 
that blocks a port in the tube 26B and is displaced by the increase in pressure (see Figs. 14-17); 
and displacing multiple pistons 27 circumferentially spaced apart, wherein multiple bores 25 
receive each of the pistons (see Figs. 15 and 17). There is also a force transmission device 26B, 
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wherein each of the pistons is releasably coupled to the force transmission device so that 
displacement of each of the pistons in a longitudinal direction causes displacement of the force 
transmission device in the same direction, but the force transmission device is displaceable in the 
longitudinal direction relative to each of the pistons because the pistons only engage the device 
on one side of the shoulders (see Figs. 3B and 12B); and an actuator is positioned between the 
outer extents of the seal element 22 and the slip assembly 23U and 23L (see Figs. 2A-3B and 
12A-13B). However, it is not specifically taught that the plug P is a rupture disc, as is currently 
claimed. 

Both Giroux et al and Williams teach that blowout plugs, such as the plug of Mills et al, 
are notoriously known in the art to be interchangeable means for relieving pressure in the 
downhole environment (see paragraph 0016 and claim 5 of Giroux et al; and col. 1, lines 40-42 
and col. 2, lines 35-37 of Williams). Therefore, at the time the invention was made, it would 
have been obvious to one of ordinary skill in the art that the plug P of Mills et al could be 
replaced with a rupture disc, as taught by Giroux et al and Williams. One would have been 
motivated to make such a combination based in part on the conditions prevailing in the downhole 
environment because a rupture disc will provide certain advantages over plugs in some 
situations, whereas the plug may be more desirable in other situations. 

Regarding claim 44, since this packer is set relatively high in the wellbore (see col. 7, 
lines 60-67 of Mills et al), it is notoriously known in the art that the weight of the string below 
the packer will be extremely high. Therefore, at the time the invention was made, it would have 
been obvious to one of ordinary skill in the art that the pistons would have to be able to exert 
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enough force to overcome the weight of the tubular string to be supported, wherein a force 
greater than 19,000 psi would be one that a person of ordinary skill could reasonably establish. 

Regarding claims 45-47, a setting initiation device 51 applies a first biasing force to the 
force transmission device in response to pressure in the well when the tube 26B is exposed to 
pressure above the packer (see col. 11, lines 3-6 and 10-14 of Mills et al), the first biasing force 
being greater than, and oppositely directed relative to, a second biasing force applied to the force 
transmission device by the pistons in response to pressure in the well (see col. 11, line 53 
through col. 12, line 9 of Mills et al). 

Regarding claim 50, the bores are formed in an annular structure 21E that encircles an 
inner tubular mandrel MS or ML of the packer (see Figs. 2B, 3B, 10, and 12B of Mills et al), the 
structure is free of any direct attachment to the mandrel so that the structure is reciprocably 
displaceable on the mandrel (see col. 8, lines 5-1 1 of Mills et al), and the force transmission 
device includes multiple elongated members 26B which extend across and through multiple 
respective openings formed longitudinally through the structure 2 IE (see Figs. 14-17 of Mills et 
al). 

Allowable Subject Matter 

6. Claims 11-13 and 15-37 are allowed. 

7. Claims 48, 49, 53, 55, 56, 58-60, 64, 66, 67, and 69-71 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Response to Arguments 

8. Applicant's arguments, see page 14, filed July 17, 2006, with respect to the rejection of 
claim 1 1 have been fully considered and are persuasive. The rejection of claim 1 1 and its 
dependents has been withdrawn. 

9. Applicant's arguments filed July 17, 2006 with respect to the rejection of claim 38 have 
been fully considered but they are not persuasive. The Applicant argues that a plug such as P is 
not a rupture disc as understood in the art. However, I have found US 20030221837 to Giroux et 
al (see paragraph 0016 and claim 5) and US 7,090,027 to Williams (see col. 1, lines 40-42 and 
col. 2, lines 35-37) that show that rupture discs and blowout plugs are notoriously known to be 
interchangeable in the art. 

10. Applicant's arguments with respect to claims 52 and 62 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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